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DETAILED ACTION 
Response to Arguments 

1. Applicant's arguments mailed on 02/13/04 have been fully considered but are 
moot in view of the new ground(s) of rejection which is deemed appropriate to address 
all of the needs at this time. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 9 and 16 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Regarding claim 9, the phrases 'the other users' and 'the one' on page 32, lines 3 
and 7 simultaneously lack sufficient antecedent basis because it appears that the phrase 
'the other users' should be 'other users' and the phrase 'the one' should be 'one'. 

Regarding claim 16, the phrase 'the selecting user' on page 33, line 4 lacks 
sufficient antecedent basis because it appears that the phrase 'the selecting user' should 
be 'selecting user'. 

Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent granted 
on an application for patent by another filed in the United States before the invention by the applicant 
for patent, except that an international application filed under the treaty defined in section 351(a) shall 
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have the effects for puq^oses of this subsection of an apphcation filed in the United States only if the 
international application designated the United States and was published under Article 21(2) of such 
treaty in the English language. 

5. Claims 9, 11, 13, 14 and 16-20 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Heinonen et al. (U.S. Patent No. 6,671,370). 

Regarding claim 9, Heinonen teaches receiving a plurality of ringing indications 
from a plurality of callers in the network, each user selecting a unique ringing indication 
to identify themselves to the other users in the netv^ork (abstract; fig.2, 3; col. 3, lines 13- 
29; 'ringing indications' reads on the claim 'audible signature'). 

Heinonen further teaches distributing communications between the plurality of 
users in the network, wherein each communication is accompanied by the unique call 
ringing indication of the user which initiated the communication so as to identify that 
user to the one or more users who are receiving the communication (fig.2, 3; col.3, lines 
13-29, col. 9, line 61-col.lO, line 6; 'ringing indication' reads on the claim 'audible 
signature'). 

Regarding claim 11, Heinonen teaches that the callers receiving the message is 
played the ringing indication of the user which initiated the communication followed by 
the playing of the actual communication (fig.2, 3; col.3, lines 13-29, col.9, lines 13-20; 
'ringing indication' reads on the claim 'audible signature'). 

Regarding claim 13, Heinonen teaches providing a selection of ringing indications 
for selection by the plurality of users (abstract; fig.2, 3; col.3, lines 13-29). 

Regarding claim 14, Heinonen teaches that two or more of the plurality of users 
are inherently prevented from selecting the same ringing indication (fig.2, 3; col.3, lines 
13-29). 
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Regarding claim 16, Heinonen teaches providing a selection facility for user 
selections of ringing indications, the ringing indications uniquely identifying the selecting 
user to other users in the communications network (abstract; fig.2, 3; col. 3, lines 13-29, 
col.6, lines 17-27, col.9, line 61-col.lO, line 6; 'ringing indications' reads on the claim 
'audible sound identifiers'). 

Heinonen further teaches identifying the users to one another in the 
communication network, wherein identifying the users to one another comprises 
providing the users' selected ringing indications to one another in the course of 
communications between the users such that each user is identified to the other by the 
sound of their respective ringing indication (fig.2, 3; col.3, lines 13-29, col9, line 61- 
col.lO, line 6). 

Regarding claim 17, Heinonen teaches that the selection facility comprises a 
plurality of ringing indications organized into categories (fig.2, 3; col.3, lines 13-29, 
coL5, line 64-col6, line 8, col9, line 61-col.lO, line 6), 

Regarding claim 18, Heinonen teaches that users are allowed to create their own 
ringing indications for inclusion in the selection facility (abstract; col.6, lines 17-27). 

Regarding claim 19, Heinonen teaches that the ringing indications are not re- 
played for user inherently during repetitive communications between the users (fig.2, 3; 
col.3, lines 13-29, col.9, line 61-col.lO, line 6), 

Regarding claim 20, Heinonen teaches distributing the selected ringing indication 
corresponding to one user to the other users in the communications network (col.3, lines 
13-29, col.9, line 61-col.lO, line 6). 
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Claim Rejections - 35 USC §103 



6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentabihty shall not be negatived by the manner in which the invention was made. 

7. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Peterson et 
al. (U.S. Patent No. 6,385,303) and in view of Heinonen et al. (U.S. Patent No. 
6,671,370). 

Regarding claim 1, Peterson teaches receiving a message from a caller (i.e., first 
user), the message identifying at least one callee (i.e., message recipient) (abstract; 
col. 17, lines 9-30). (note: message left in the answering machine is only for a particular 
callee) 

Peterson ftirther teaches providing the message to the at least one callee, wherein 
when the message is provided to the at least one callee, the caller's self-announcement 
(i.e., sound ED) is played for the at least one callee upon delivery of the message to the at 
least one callee (col. 4, lines 52-62, col.8, line 50-col.9, Hne 21, col, 10, lines 38-52, 
col. 17, lines 9-30). 

However, Peterson fails to teach "the sound ID having been previously selected 
by the user for identifying the user to the at least one message recipient". Heinonen 
teaches the ringing indication (i.e., sound DD) having been previously selected by the user 
for identifying the user to the at least one message recipient (abstract; col. 3, lines 13-29, 
col. 6, lines 17-27). Thus, it would have been obvious to one of ordinary skill in the art at 
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the time the invention was made to modify Peterson to allow the sound ID having been 
previously selected by the user for identifying the user to the at least one message 
recipient as taught by Heinonen. The motivation for the modification is to have doing so 
in order to provide the identity from where the incoming call being originated. 

8. Claims 2 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Peterson et al (U.S. Patent No. 6,385,303) and in view of Heinonen et al. (U.S. Patent 
No. 6,671,370) and further in view of Murakami et al. (U.S. Pub. No. 2001/001 1293). 

Regarding claim 2, Peterson in view of Heinonen fails to teach "the message 
received from the first user is an instant messaging communication". Murakami teaches 
that the message received from the speaker (i.e., first user) is a chat (i.e., instant 
messaging) communication (page 1, paragraphs 0002, 0003, 0005-0007, page 2, 
paragraphs 0022, 0023). Thus, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to modify Peterson in view of Heinonen to allow 
the message received from the first user being an instant messaging communication as 
taught by Murakami. The motivation for the modification is to have doing so in order to 
provide the real-time meeting of IRC. 

Regarding claim 8 is rejected for the same reasons as discussed above with 
respect to claim 2. Furthermore, Peterson teaches providing the message to the at least 
one callee comprises playing the first user's self-announcement followed by the message 
(col.4, lines 52-62, col. 17, lines 9-30). 

9. Claims 3-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Peterson et al. (U.S. Patent No. 6,385,303) and in view of Heinonen et al. (U.S. Patent 
No. 6,671,370) and further in view of Epler et al. (U.S. Patent No. 6,026,156). 
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Regarding claim 3 is rejected for the same reasons as discussed above with respect 
to claim 1. Furthermore, Peterson in view of Heinonen fails to teach "activity status 
message". Epler teaches Distinctive Ringing (col. 5, lines 61-67, col. 6, lines 1, 2; 
'Distinctive Ringing' reads on the claim 'activity status message'). Thus, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
modify Peterson in view of Heinonen to allow activity status message as taught by Epler. 
The motivation for the modification is to have doing so in order to provide the contact 
information from where the incoming message being originated. 

Regarding claim 4, Peterson in view of Heinonen fails to teach "the message 
provided to the at least one message recipient is an activity alert sound". Epler teaches 
that the message provided to the at least one user is a Distinctive Ringing (col. 5, lines 61- 
67, col. 6, lines 1-21; 'user' reads on the claim 'message recipient' and 'Distinctive 
Ringing' reads on the claim 'activity alert sound'). Thus, it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to modify Peterson in 
view of Heinonen to allow the message provided to the at least one message recipient is 
an activity alert sound as taught by Epler. The motivation for the modification is to have 
doing so in order to provide the contact information from where the incoming message 
being originated. 

Regarding claim 5, Peterson teaches that the pre-announcement alerts the at least 
one callee that the first caller has become active on at least one client device (col. 4, lines 
52-62, col. 6, lines 32-45, col. 17, lines 9-30; 'pre-announcement' reads on the claim 
'activity alert sound'). 
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10. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Peterson et 
al. (U.S. Patent No. 6,385,303) and in view of Heinonen et al. (U.S. Patent No. 
6,671,370) and further in view of Walker et al. (U.S. Patent No. 6,397,184). 

Regarding claim 6, Peterson in view of Heinonen fails to teach "the sound ID is a 
snippet of notes". Walker teaches that the identification is an audio snippet (abstract; 
col. 3, lines 34-47; 'identification' reads on the claim 'sound ID' and 'audio snippet' reads 
on the claim 'snippet of notes'). Thus, it would have been obvious to one of ordinary skill 
in the art at the time the invention was made to modify Peterson in view of Heinonen to 
allow the sound ID as a snippet of notes as taught by Walker. The motivation for the 
modification is to have doing so in order to provide the identification display. 

1 1 . Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Peterson et 
al. (U.S. Patent No. 6,385,303) and in view of Heinonen et al. (U.S. Patent No. 
6,671,370) and further in view of Mefifert et al. (U.S. Pub. No. 2002/0059144). 

Regarding claim 7, Peterson in view of Heinonen fails to teach "the sound ID is at 
least a portion of a popular song". Mefifert teaches that the sound ID is at least a portion 
of a popular song (page 11, paragraph 0106). Thus, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify Peterson in view of 
Heinonen to allow the sound ID being at least a portion of a popular song as taught by 
Mefifert. The motivation for the modification is to have doing so in order to provide the 
attractive sound. 
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12. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Heinonen 
et al. (U.S. Patent No. 6,671,370) and in view of MefFert et al. (U.S. Pub, No. 
2002/0059144). 

Regarding claim 10, Heinonen teaches that the unique ringing indication is a 
portion of a song recognized by the subscribers as identifying the caller (page 2, 
paragraph 0025, page 12, paragraph 0148; 'ringing indication' reads on the claim 
'audible signature', 'subscribers' reads on the claim 'receiving users' and 'caller' reads 
on the claim 'initiating user'). 

However, Heinonen fails to teach "the unique audible signature is a portion of a 
song", MefFert teaches that the unique audible signature is at least a portion of a popular 
song (page 11, paragraph 0106). Thus, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify Heinonen to allow the unique 
audible signature being at least a portion of a popular song as taught by Meffert. The 
motivation for the modification is to have doing so in order to provide the attractive 
sound. 

13. Claims 12 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Heinonen et al. (U.S. Patent No. 6,671,370) and in view of Reformato et al, (U.S. Patent 
No. 6,229,880). 

Regarding claim 12, Heinonen fails to teach "activity status update". Reformato 
teaches status information update (col. 14, lines 17-29; 'status information update' reads 
on the claim 'activity status update'). Thus, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify Heinonen to allow 
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activity status update as taught by Reformato. The motivation for the modification is to 
have doing so in order to provide the change in the status information. 

Regarding claim 15, Heinonen fails to teach "the audible signature is preceded by 
an activity signal, the activity signal based upon the activity level of the initiating user". 
Reformato teaches that the identification is preceded by a status information, the status 
information based upon the activity level of the subscriber (col 14, lines 17-29; 
'identification' reads on the claim 'audible signature', 'status information' reads on the 
claim 'activity signal' and 'subscriber' reads on the claim 'initiating user'). Thus, it 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to modify Heinonen to allow the audible signature being preceded by an activity 
signal, the activity signal based upon the activity level of the initiating user as taught by 
Reformato. The motivation for the modification is to have doing so in order to provide 
the status information of the message. 



14. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Slotznick (U.S. Pub. No 2001/0033298) teach Adjunct use of 
instant messenger software to enable communications to or between chatterbots or other 
software agents. Harada et al, (U.S. Patent No. 6,434,604) teach Chat system allows user 
to select balloon form and background color for displaying chat statement data. 

15. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alam Elahee whose telephone number is (703) 305-4822. 
The examiner can normally be reached on Mon to Fri from 9:00am to 5:30pm. 



Conclusion 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey Hofsass can be reached on (703)305-4717. The fax phone numbers 
for the organization where this application or proceeding is assigned are (703) 872-9314 
for regular communications and (703) 872-9314 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 305- 
4750. 



MD SHAFIUL ALAM ELAHEE 
May 13, 2004 
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